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Office Action Summary 


Application No. 

I?- 1, 0/7 


Examiner 


Group Art Unit 


—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Peri df r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM THE MAILING DATE 
OF THIS COMMUNICATION. 


- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timety filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

©'Responsive to communication(s) filed on. 
S^his action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 


Disp siti not Claims 


. is/are pending in the application. 


Of the above claim(s) 

□ Claim(s) 

&r€\a\rr\($): / 

□ Claim(s)- 


. is/are withdrawn from consideration. 


. is/are allowed. 


-y- 


is/are rejected. 
• is/are objected to. 


□ Claim(s)- 


- are subject to restriction or election 
requirement. 


Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 


□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachment(s) 


□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 


□ Int rview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 


Office Action Summary 


U. S. Patent and Trademark Office 
PTO-326 (Rev. 9-97) 


Part of Paper No. 


•U.S. GPO: 1998-454-457/97505 


Application/Control Number: 09/121,017 
Art Unit: 1644 
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The amendments filed on 3/8/01 and 4/5/01 (Papers 20 and 21) have been entered; claims 
1, 3-6, 14 and 16-22 are pending and under examination. 

The following corrections have been entered in the previous Office Action (Paper 18): 

At page 3, line 1, changed "16" to —6--. 

At page 3, penultimate line, changed "6 M to —5-6—. 

These changes have been entered in red and initialed and dated by the examiner. 
Applicant should likewise correct his copy. 

Regarding the drawings, the examiner concurs that drawings with English text legends 
were filed on 1 1/20/98. The substitute drawings with Figures 5 A-5B and 6A-6B have been 
approved by the examiner. 

Claim 14 is objected to under 37 CFR 1.75 © as being in improper multiple dependent 
Inform because it fails to refer to other claims in the alternative only. Applicant must replace "and" 
1* with —or—. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Applicant's response has overcome the previously stated rejection of claim 5 under 35 
USC, 1 12 first paragraph. 

Applicant's amendment has overcome the previously stated 102(b) rejection stated over 
Senoo et al. 

The following 1 12 second paragraph rejection is maintained. 
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Claim 6 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the" 
invention. 

The term "greatly" is indefinite because it is a relative term. Applicant's response that 
those of skill woulJknow that" the term implies that the tertiary structure would not change 
greatly enough to incur a loss of activity is unconvincing. There is no requirement in the recited 
claim that activity be retained, let alone increased. See further comments by the examiner 
regarding protein activity in the 112, first paragraph rejections further below. 

Applicant's urgings filed on 3/8/01 have been considered but are unconvincing. 

Applicant's amendment has necessitated the following new grounds of rejection under 
112, first paragraph. 

Claims 1, 3-6, 14, 16-22 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The amended claims contain new matter. 

Independent claims 1, 16, 18 and 20, as well as dependent claims 4-6 recite "at least one 
covalently bonded sugar chain" and thus encompass embodiments with one or more than one 
added sugar chain. Independent cla^rTl9r^ites "plurality of covalently bonded sugar chains" 
and thus requires more than one added sugar chain. The examiner fails to find support in the 
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original disclosure for the embodiments of more than one. All recitations in the original disclosure 
recited "a sugar chain" in the singular. Applicant has thus improperly expanded claim scope. 

All independent claims also contain new matter by merely claiming a heparin binding 
protein with the added sugar chain(s) without the qualification that the activity of the heparin 


binding protein has been increased over what it would have been without the added sugar 



chain(s). Note original claim 1 recited "functionalized", which was defined in the para, spanning 

pages 6-7 as "increasing the activity of a protein of interest". Dependent claim 22 is rejected on 

the same basis, because it merely rules out the case in which "the activity of the heparin binding 

/ " — - — 

protein is significantly decreased" but does not require that this activity be increased. 

Claim 20 contains new matter by claiming a "heparin binding protein" comprising a 
"peptide", since the original disclosure was directed to modifications of the heparin binding 
protein per se rather than to peptide fragments thereof. 


^^aims^O-21 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 20 is confusing as to whether the peptide of line 1 and the peptide of line 3 are the 
same or different. 


Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR L 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication should be directed to David Saunders at 
telephone number (703) 308-3976. 


June 8, 2001 


Saunders:mv 



